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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 - The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless - 

2. The changes made to 35 U S C. 1 02(e) by the American Inventors 
Protection Act of 1999 (AIPA) do not apply to the examination of this application as the 
application being examined was not (1 ) filed on or after November 29, 2000, or (2) 
voluntarily published under 35 U.S.C. 122(b). Therefore, this application is examined 
under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AlPA 35 U.S.C. 
102(e)). 

3. Claims 1, 6, 8-13, 15-18, 20-23, 27, 30-31, 36, 38-43, 45^8, 50-53, 57, 
60-61, 66, 68-73, 75-78, 80-83, 87 and 90 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Bagshaw [USP 6,308,176]. 
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Regarding to claims 1 , 31 , and 61, Bagshaw teaches a method, a program 
storage device readable by a machine and a system for creating a compilation of 
content stored in a database that stores the processed source files (Fig. 2B). The 
Bagshaw method comprises: presenting a plurality of selectable objects to a user, each 
object associated with a subset of the collection of content; in response to selection by a 
user of one or more of said objects, creating a compilation of the content associated 
with each selected object (Fig. 23, Col. 11, lines 64-67 and Col. 12, lines 1-3). 

Regarding to claims 6, 36, and 66, Bagshaw teaches all the claimed subject 
matters as discussed in claims 1,31, and 61 , Bagshaw further discloses the collection 
of content comprises hierarchically related data (Fig. 6, Col. 6, lines 46-51). 

Regarding to claims 8, 38, and 68, Bagshaw teaches all the claimed subject 
matters as discussed in claims 1, 31, and 61, Bagshaw further discloses: displaying to 
the user the selected objects in a predetermined order such that the user may rearrange 
the order of the selected objects as desired through a user interface (Fig. 21 , Sort and 
Ascending box, Fig. 23). 

Regarding to claims 9, 39, and 69, Bagshaw teaches all the claimed subject 
matters as discussed in claims 1 , 31 , and 61, Bagshaw further discloses: the step of 
creating a compilation further comprises the steps of: defining a maximum amount of 
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allowable content per volume of content; creating a plurality of volumes of content from 
the selected content based upon the defined maximum (Col. 9, lines 15-23). 

Regarding to claims 10, 40, and 70, Bagshaw teaches all the claimed subject 
matters as discussed in claims 9, 39, and 69, Bagshaw further discloses: displaying to 
the user the selected objects contained in each volume such that the user may 
selectably move an object from a first to a second of the volumes (Fig. 6, Col. 6, lines 
46-63). 



Regarding to claims 1 1 , 41 , and 71 , Bagshaw teaches all the claimed subject 
matters as discussed in claims 1,31, and 61 , Bagshaw further discloses: receiving a 
content input by a user, and creating a selectable object from the content (Fig. 2B, Col. 
5 and Fig. 23). 



Regarding to claims 12, 42, and 72, Bagshaw teaches all the claimed subject 
matters as discussed in claims 1,31, and 61 , Bagshaw further discloses: the user may 
concurrently create a plurality of compilation (Col. 11, lines 26-34). 

Regarding to claims 13, 43, and 73, Bagshaw teaches all the claimed subject 
matters as discussed in claims 1,31, and 61 , Bagshaw discloses: after creation of the 
compilation, presenting the compilation to a user for modification (Fig. 5). 
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Regarding to claims 15, 45, and 75, Bagshaw teaches all the claimed subject 
matters as discussed in claims 1 3, 43, and 73, Bagshaw further discloses: the user may 
select an object for removal from the compilation (Fig. 6, delete button X in tool bar). 

Regarding to claims 16, 46, and 76, Bagshaw teaches all the claimed subject 
matters as discussed in claims 1 , 31 and 61 , Bagshaw and further discloses: the user 
may select to clear the compilation (Fig. 6, delete button X in tool bar). 

Regarding to claims 17, 47, and 77, Bagshaw teaches all the claimed subject 
matters as discussed in claims 1, 31 , and 61, Bagshaw further discloses: the user may 
select to undo an operation affecting the compilation (Fig. 6, undo button in tool bar). 

Regarding to claims 18, 48, and 78, Bagshaw teaches all the claimed subject 
matters as discussed in claims 1,31, and 61 , Bagshaw further discloses: after creation 
of the compilation, submitting the compilation to an approval process (Fig. 5, steps 506- 
507). 

Regarding to claims 20, 50, and 80, Bagshaw teaches all the claimed subject 
matters as discussed in claims 1 , 31 , and 61, Bagshaw further discloses: the presenting 
step further comprises the step of presenting all of the content comprising the collection 
of content to the user as a plurality of selectable objects (Fig. 23, Col. 1 1 , line 64-Col. 
12, line 3). 
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Regarding to claims 21,51, and 81 , Bagshaw teaches all the claimed subject 
matters as discussed in claims 1, 31, and 61, Bagshaw further discloses: the presenting 
step further comprises the step of presenting less than all of the content comprising the 
collection of content to the user as a plurality of selectable objects (Fig. 23, Col. 11, line 
64-Col. 12, line 3). 

Regarding to claims 22, 52, and 82, Bagshaw teaches all the claimed subject 
matters as discussed in claims 21 , 51 , and 81 , Bagshaw further discloses: the step of 
partitioning the collection of content into a plurality of categories, and presenting all 
content objects belonging to a category to a user (Fig. 23, Col. 1 1 , line 64-Col. 1 2, line 

3)- 

Regarding to claims 23, 53, and 83, Bagshaw teaches all the claimed subject 
matters as discussed in claims 1 , 31 , and 61 , Bagshaw further discloses the presenting 
step further comprises the steps of: receiving search criteria input by the user; 
determining which of the subsets of the collection of content satisfy the search criteria; 
and presenting to the user a plurality of selectable objects corresponding to the subsets 
of content satisfying the search criteria (Fig. 23, Col. 1 1 , lines 35-66). 



Regarding to claims 27, 57, and 87, Bagshaw teaches all the claimed subject 
matters as discussed in claims 1, 31, and 61, Bagshaw further discloses: the selectable 
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objects further comprise titles of their associated subsets of content (Fig. 23, Col. 9, 
lines 24-29). 



Regarding to claims 30, 60, and 90, Bagshaw teaches a method for creating a 
compilation from a plurality of content objects stored in a data repository (Fig. 2B), each 
content object comprising a plurality of hierarchically related content entities (Fig. 6, Col. 
6, lines 46-51), comprising the steps of: in response to selection of ones of the 
hierarchically related elements to include in a compilation, creating a compilation from 
the selected content entities (Fig. 23, Col. 1 1 , lines 64-67 and Col. 12, lines 1 -3). 



Claim Rejections - 35 USC § 103 



4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a)A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains 
Patentability shall not be negatived by the manner in which the invention was made 



5. This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C. 103(a), the examiner presumes that the 
subject matter of the various claims was commonly owned at the time any inventions 
covered therein were made absent any evidence to the contrary. Applicant is advised 
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of the obligation under 37 CFR 1 .56 to point out the inventor and invention dates of 
each claim that was not commonly owned at the time a later invention was made in 
order for the examiner to consider the applicability of 35 U.S. C. 103(c) and potential 35 
U.S.C. 102(e), (f) or (g) prior art under 35 U.S. C. 103(a). 

6. Claims 2-3, 7, 14, 24-26, 28-29, 32-33, 37, 44, 54-56, 58-59, 62-63, 67, 
74, 84-86 and 88-89 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bagshaw [USP 6,308,176]. 

Regarding to claims 2, 32, and 62, Bagshaw teaches all the claimed subject 
matters as discussed in claims 1, 31 and 61, Bagshaw further discloses: the collection 
of content comprises at least one of a document (Fig. 23) but fails to teaches the 
collection comprises at least one of a book, an image, a collection of musical selection 
and a video. However, the Bagshaw method is to process large data files and data file 
includes all kind of documents such as electronic book, image, audio and video by 
default. Therefore, it would have been obvious for one of ordinary skill in the art at the 
time the invention was made to modify the Bagshaw method to include book, image, 
audio and video file as the content of database in order to search and retrieve all kind of 
information from a database. 



Regarding to claims 3, 33, and 63, Bagshaw teaches all the claimed subject 
matters as discussed in claims 2, 32, and 62, Bagshaw further discloses: the subsets of 
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content comprise sections of a text document (Col. 9, lines 8-29). Bagshaw fails to 
teach: subsets of content comprise one of a chapter. However, Bagshaw discloses the 
file may be structured with headings and sub-headings; thus, the file can be divided into 
a plurality of section at the start of heading, and this implies the chapters if the data file 
is an electronic book. Therefore, it would have been obvious for one of ordinary skill in 
the art at the time the invention was made to modify the Bagshaw method to include the 
chapter as a member of subset of content in order to divide the data file as a book into a 
plurality of chapters. 



Regarding to claims 7, 37, and 67, Bagshaw teaches all the claimed subject 
matters as discussed in claims 6, 36, and 66, Bagshaw further discloses: the collection 
of content comprises at least one of a document (Fig. 23), the subsets of content 
comprise sections of a text document (Col. 9, lines 8-29). Bagshaw fails to teach: 
subsets of content comprise one of a chapter. However, Bagshaw discloses the file may 
be structured with headings and sub-headings; thus, the file can be divided into a 
plurality of section at the start of heading, and this implies the chapters if the data file is 
an electronic book. Therefore, it would have been obvious for one of ordinary skill in the 
art at the time the invention was made to modify the Bagshaw method to include the 
chapter as a member of subset of content in order to divide the data file as a book into a 
plurality of chapters. 
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Regarding to claims 14, 44, and 74, Bagshaw teaches all the claimed subject 
matters as discussed in claims 13, 43, and 73, Bagshaw fails to discloses the step of 
creating a copy of the compilation, applying changes input by a user to the copy, and 
creating a new compilation therefrom. However, Bagshaw teaches an existing file can 
be modified by loading the file to the OTL editor and after the step of modifying, the 
modified file will be saved (Fig. 5). This implies the step of creating a copy of the 
compilation, applying changes input by a user to the copy, and creating a new 
compilation. Therefore, it would have been obvious for one of ordinary skill in the art at 
the time the invention was made to modify the Bagshaw method to include the step of 
creating a copy of the compilation to apply changes and creating a new compilation in 
order to modify an existing file in the database. 

Regarding to claims 24, 54, and 84, Bagshaw teaches all the claimed subject 
matters as discussed in claims 1,31, and 61 , Bagshaw fails to disclose: at least one of 
the subsets of content is associated with one or more prerequisite subsets of content 
and upon selection by the user of a selectable object associated with the at least one 
subset, also including the associated prerequisite subsets of content in the created 
compilation. However, as in Fig. 21 , data files are categorized into market sector, 
location, company name, publisher, publication date and scope (Col. 3, lines 57-60), 
Fig. 23 is the result of a search within the market sector and is sorted by publication 
date, this indicates market sector is a subset of content and this subset of content is 
associated with publication date as a prerequisite subset. The user can select a record 
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for displaying the document within the market sector that meet the publication date 
requirement (Fig. 23). This implies the step of upon selection by the user of a 
selectable object associated with the at least one subset, also including the associated 
prerequisite subsets of content in the created compilation. Therefore, it would have 
been obvious for one of ordinary skill in the art at the time the invention was made to 
modify the Bagshaw method to include the step of selection by the user of a selectable 
object associated with the at least one subset, also including the associated prerequisite 
subsets of content in order to search for information that relates to several categories. 

Regarding to claims 25, 55, and 85, Bagshaw teaches all the claimed subject 
matters as discussed in claims 1, 31, and 61, Bagshaw fails to disclose: a selectable 
object further comprises one of a container and a content entity. However, as in Fig. 23, 
the titles of document that return after searching indicate the containers that contain 
content entity as the text of the document. Therefore, it would have been obvious for 
one of ordinary skill in the art at the time the invention was made to modify the Bagshaw 
method to include the technique of container and content entity of a selectable object in 
order to store the search results. 

Regarding to claims 26, 56, and 86, Bagshaw teaches all the claimed subject 
matters as discussed in claims 25, 55, and 55, Bagshaw fails to disclose the step of 
adding the selected container and any containers or content entities it contains to the 
compilation in response to selection of the container to add to a compilation. However, 
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Bagshaw teaches that a particular item to be selected by a user as in Fig. 23, the actual 
information file will be supplied to the user from the central database. This implies the 
step of adding the selected container and content entities to the compilation in response 
to selection. Therefore, it would have been obvious for one of ordinary skill in the art at 
the time the invention was made to modify the Bagshaw method to include the step of 
adding the selected container and content entities to the compilation in response to 
selection in order to supply the actual information to the user. 

Regarding to claims 28, 58, and 88, Bagshaw teaches all the claimed subject 
matters as discussed in claims 25, 55, and 85, Bagshaw fails to disclose containers are 
at least one of a book, a volume, and a chapter. However, Bagshaw teaches that a 
large file will be divided into a plurality of sections with its heading and sub-heading and 
a large file may be any electronic file such as a book by default. If a large file is a book, 
then its heading and sub-heading will be the volume and chapter of the book. Therefore, 
it would have been obvious for one of ordinary skill in the art at the time the invention 
was made to modify the Bagshaw method to include container is a book, a volume and 
a chapter in order to divide a large file as a book into plurality of volumes and chapters. 

Regarding to claims 29, 59, and 89, Bagshaw teaches all the claimed subject 
matters as discussed in claims 25, 55, and 85, Bagshaw further discloses: the collection 
of content comprises at least one of a document (Fig. 23) but fails to teaches the 
collection comprises at least one of books, images, albums and videos. However, the 
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Bagshaw method is to process large data files and data file includes all kind of 
documents such as electronic book, image, audio and video by default. Therefore, it 
would have been obvious for one of ordinary skill in the art at the time the invention was 
made to modify the Bagshaw method to include book, image, album and video file as 
the content of database in order to search and retrieve all kind of information from a 
database. 



7. Claims 4-5, 34-35, and 64-65 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Bagshaw [USP 6,308,176] in view of Guttman et al. [USP 
6,173,286]. 

Regarding to claims 4, 34, and 64, Bagshaw teaches all the claimed subject 
matters as discussed in claims 1 , 31 , and 61 , Bagshaw further discloses each 
selectable object is associated with a cost (Fig. 23) but fails to disclose the step of 
calculating a cost for the created compilation based upon the costs of the selected 
objects. Guttman teaches a method for optimize publication layout, which has an 
optimal relationship between the placement of advertisements and stories on the pages 
of the publication and the printing cost (Guttman, abstract). The Guttman method using 
UnitCostlnfo and PaperUsage objects to determine the price (Guttman, Col. 6, lines 35- 
49). Thus, the Bagshaw selected object price can be calculated by using the unit cost 
and paper usage to calculate the cost of compilation. Therefore, it would have been 
obvious for one of ordinary skill in the art at the time the invention was made to modify 



.Application/Control Number: 09/489 134 D 
Art Unit: 2172 ' 96 14 

the Bagshaw method to include the taught of Guttman about cost calculation in order to 
calculate the cost of an electronic book or document. 



Regarding to claims 5, 35, and 65, Bagshaw and Guttman teaches all the 
claimed subject matters as discussed in claims 1,31, and 61 , Guttman further discloses 
the steps of determining a content count for the compilation and determining a cost for 
the compilation based upon the content count (Guttman, Col. 6, lines 35-49). 

8. Claims 1 9, 49 and 79 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Bagshaw [USP 6,308,176] in view of Cornelia et al. [USP 
6,065,026]. 

Regarding to claims 19, 49, and 79, Bagshaw teaches all the claimed subject 
matters as discussed in claims 18, 48, and 78, Bagshaw further discloses the approval 
process comprises approving the compilation for publication (Fig. 5, steps 506-507) but 
fails to discloses the steps of rejecting and receiving editorial comments and provide the 
comments to creating user. Cornelia teaches a method for maintaining a library of 
textual components and responding to user input to edit the document while displaying 
in the window (Cornelia, abstract). The Cornelia method will prompt the user to accept 
or reject each updated component in the document and maintaining comments 
associated with the component in the library (Cornelia, Col. 1, line 54-Col. 2, line 6). 
Thus, the Bagshaw approval process can be modified by Cornelia technique to include 
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the steps of rejecting, receiving editorial comments and providing the comments to 
creating user to have more option in the approval process. Therefore, it would have 
been obvious for one of ordinary skill in the art at the time the invention was made to 
modify the Bagshaw method to have the steps of rejecting, receiving editorial comments 
and providing the comments to creating user in order to optimize the approval process. 



9. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Hung Pham whose telephone number is 703-605 
4242. The examiner can normally be reached on Monday-Friday, 7:00 Am - 3:30 Pm. 

if attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, VU, KIM YEN can be reached on 703-305 4393. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-746 7239 
for regular communications and 703-746 7238 for After Final communications. 
Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-305 3900. 



Conclusion 



Examiner: Hung Pham 
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